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Art Unit: 1625 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Claim lis rejected under 35 U.S.C. 1 12, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between 
the steps. See MPEP § 2172.01. The omitted steps are: that the process is not 
drawn to producing hexafluoropropylene oxide but to purifying 
hexafluoropropylene oxide. 

Claims 17-20, 23 and 25-26 recites the limitation "purified" in line 1 thereof 
There is insufficient antecedent basis for this limitation in the claim from which 
they depend. Insertion of the term purified into claim 1 will overcome this 
rejection. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 
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Claims 1, 4, 10 and 27 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US 4288376. 

The claims 1,4, 10 and 27 are drawn to a process for producing 
hexafluoropropylene oxide which comprises: contacting a reaction product 
containing hexafluoropropylene oxide obtained by reacting hexafluoropropylene 
with oxygen, with at one adsorbent selected from the group consisting of activated 
carbon, a Group I metal oxide, a Group 2 metal oxide, an oxide of Zr and an oxide 
of Si whereas claim 28 is drawn to hexafluoropropylene oxide made by said 
process. Further limitation include "adsorbent which does not substantially contain 
a transition metal oxide or aluminum oxide which act as an isomerization catalyst 
for hexafluoropropylene oxide" (claim 4), "the adsorbent is an adsorbent having 
adsorbed moisture preliminary removed" (claim 8), "the adsorbent having adsorbed 
moisture preliminarily removed, is an adsorbent having the moisture removed by 
feeding an inert gas which contains substantially no moisture" (claim 9), "the 
reaction product containing hexafluoropropylene oxide is contacted with the 
adsorbent in a gas phase" (claim lo), "the reaction product ... is subject to at least 
one pretreatment selected from distillation, alkali washing and dehydration 
treatment by means of a dehydrating agent, and the reaction product thus 
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pretreated, is contacted with the adsorbent" (claim 11) and "which is a process for 
purifying hexafluooropropylene oxide" (claim 27). 

USP 4,288,376 (issue date September 08, 1981) teaches a process for 
preparing hexafluoropropene oxide (which is commonly known as 
hexafluoropropylene oxide or Registry Number 428-59-1) by reacting 
hexafluoropropene with oxygen in the presence of at least one barium compound 
selected from the group consisting of barium oxide, barium hydroxide and barium 
salt as a catalyst (abstract and claims). USP'376 discloses that the barium 
compound to used as the catalyst in this invention is "preferably heated under the 
stream of an inert gas (e.g., nitrogen) at a temperature not lower than the reaction 
temperature ..." (column 1, lines 51-55) and "From the reaction mixture, 
hexafluoropropene oxide can be isolated by a conventional method, for example 
extraction and/or distillation" (column 2, lines 23-25). Particularly, Example 4 
discloses that the mixture containing barium oxide is "added to deionized water, 
heated, stirred to emulsify them enough and then dried at 100 Celsius ... for 5 hours 
in an electric fiimace ... heated under nitrogen stream at 400 celcium ... a gaseous 
mixture of hexafluoropropene and oxygen ..." (Example 4). 

Although US '376 does not specifically mention barium oxide as 
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"adsorbent", such characteristic or property is deemed to be inherent to the barium 
oxide. Thus, reference anticipates the claimed invention. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
4288376 in view of US 4287128. 

US 4288376 is applied as in the above 102 rejection. USP 4287128 
discloses a process of preparing haloalkyl epoxide and oxaziranes (e.g., 
hexafluoropropylene oxide) by reacting a catalyst such as a perhaloalkene or alkyl 
immine and chlorine gas with Group lA, IIA metal oxide, carbonate or bicarbonate 
(abstract and column 2, lines 4-16). 

As shown by USPl 128, other metal oxides (Group lA and IIA) are known to 
be useful as catalyst in preparing hexafluoropropylene oxide. Thus, one would 
have been motivated to combine these references and make the modification 
because they are drawn to same technical fields (constituted with same ingredients 
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and share common utilities), and pertinent to the problem which applicant concerns 
about. MPEP2141 .01 (a). 

With respect to the specific surface area of "adsorbent", the specific 
moisture level in said product, the specific amounts of purified 
hexafluoropropylene oxide or total amount of impurities and/or the specific 
amount of hydrogen fluoride (claims 5-7 andl 3-26), generally differences in 
concentration or dosage amounts of known active ingredient will not support the 
patentability of subject matter encompassed by the prior art unless there is 
evidence indicating such features or properties is critical. 

Relavant Prior art of record 

US 6034207 or USP 6420515 ("Background of the Invention")discloses 
activated carbon as a catalyst in preparing hexafluoropropene oxide polymer. 

US 5084146 discloses molecular sieves as the drying agent (column 5, line 

4). 

Remaining claims are rejected too the extent they depend on a rejected base 
claim herein above. 

No claim is allowed. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Raymond Covington whose telephone number 
is (571) 272-0681. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Janet Andres at telephone number (571) 272-0867. 

The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/R. C.I 

Examiner, Art Unit 1625 
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Supervisory Patent Examiner, 
Art Unit 1625 



